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Tue THERMOGENE Co. Lrp. v. THe THERMOZINE Co. INc. 


United States Circuit Court of Appeals Second Circuit, May 1916 


1. Trape-Marks—DescriptivE Worp. 

The word “‘Thermogen”™ is an English word derived from the Greek 
meaning “‘to bring forth heat,’ and is therefore descriptive of a medicated 
cotton wadding so prepared as to act a counter-irritant by the production of 
local heat, on application to the body. The adoption of the French spelling 
by the addition of a final ‘‘e”’ does not change the character of the word which 
is not the subject of exclusive appropriation as a trade-mark. 

On appeal by the complainant from a decree of dismissal. 


Affirmed. 


For the opinion of the lower court upon granting a preliminary 
injunction, see 5 T. M. Rep., 147. 


For the opinion of the lower court upon the dismissal of the 
bill, see 5 T. M. Rep., 303. 


Hervey, Barber & McKee (Lanier McKee and Arthur William 
Barber of counsel) for the appellant. 
Frederick M. Czaki, for the appellee. 


Before Cox, circuit judge, and Houcu and Mayer, district 
judges. 


Coxe, J.:—The word “ Thermogen” is an English word derived 
from the Greek and is practically synonymous with the word 
“caloric.” It means to bring forth heat. Either of these words 
could be used by the parties to this controversy in describing its 
wares. This being so, it seems contrary to reason to assert that 
the addition of the final e so changes the word Thermogen that 
it may be monopolized by an individual or a corporation to desig- 
nate a particular line of merchandise. It is the same word whether 
we adopt the French spelling ““Thermogene”’ or the English spell- 
ing ““Thermogen.”” In both cases it has the same meaning and if 
one cannot be monopolized by a single individual to designate his 
wares, neither can the other. The complainant might as well have 
attempted to preempt “Chlorine” or “caloric.” 

There can be no doubt that the word which is the subject of the 
trade-mark—Thermogene—whether it be spelled with or without 
the final e, whether it be treated as having an English or a French 
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derivation, is a word descriptive of that which owes its birth to 
heat. No one person can monopolize such a word by procuring a 
trade-mark. We agree with the District Judge that the reasoning 
of the Supreme Court in the case of Standard Paint Co. v. Trinidad 
Aspahit Co., (220 U.S. 446, [1 T. M. Rep., 10]) is applicable to the 
case on hand. In that case the trade-mark of the Paint Company 
was “Ruberoid”’ and the court said at page 445: 


“The word, therefore, is descriptive, not indicative of the origin or the owner- 
ship of the goods; and, being of that quality, we cannot admit that it loses such 
quality and becomes arbitrary by being misspelled. Bad orthography has not 
yet become so rare or so easily detected as to make a word the arbitrary sign of 
something else than its conventional meaning, as different, to bring the example 
to the present case, as the character of an article is from its origin or ownership.” 


The decree is affirmed with costs. 


[NoteE:—We are not disposed to agree with the court that the reasoning in the 
“Ruberoid”’ case is applicable to the present case. The history and application of 
the word “Ruberoid” are not at all similar to the history and application of the 
word “ Thermozine.” 

By reference to the decision of the Circuit Court of Appeals of the Eighth Cir- 
cuit, in that case, it is found that 

“Tt (the word ‘Rubberoid’) was a part of our common vocabulary. Long 
before complainant began operations, the patent office discloses applications of 
it to compositions resembling, but not containing rubber, and it had found its 
way into the lexicons. The suffix ‘oid’ signifies likeness or resemblance to the 
thing indicated by the word to which it is attached. Thus, ‘Granitoid’ means 
like granite; ‘Crystalloid’ means like crystal and ‘Rubberoid,’ like rubber. The 
latter is a common English term signifiying a resemblance to rubber in appearance 
or characteristics.” (Trinidad Asphalt Manufacturing Co. v. Standard Paint Co., 
163 Fed. Rep., 977.) 

The Supreme Court itself said, of the use of the word: 

** *Rubberoid’ is defined in the Century Dictionary as a trade-name for an 
imitation of hard rubber. It is a compound of the word ‘Rubber’ and the suffix 
‘oid’ and ‘oid’ is defined in the same dictionary as meaning ‘having a form or re- 
semblance to the thing indicated, like, as in “‘ Anthropoid,”’ like man; “‘ Crystalloid,” 
like crystal; ‘‘Hydroid,” like water, etc. It is much used as an English formative, 
chiefly in scientific words.’ ‘Rubberoid,’ therefore, is a descriptive word meaning 
like rubber.”” (Standard Paint Co. v. Trinidad Asphalt Manufacturing Co., 1 T. M. 
Rep., 10.) 

Thus, it appears that the case which the Supreme Court had before it, was 
one in which the sole item of invention consisted in dropping the leter ‘“‘b”’ from 
the middle of the word and applying the name thus misspelled to the product of 
the complainant, of which product the word, in its common and long recognized 
application was exactly descriptive. 

In contrast with the facts involved in the case, the word ‘‘Thermogen,” the 
nearest equivalent in the language to the trade-mark under discussion, was the 
name once applied to a hypothetical fluid, supposed to exist throughout nature and 
from the presence of which the phenomena of heat resulted. The word long since 
disappeared from the language, with the abandonment of the conception which it 
was adopted to express. 

To hold now that a name, applied at an earlier stage of scientific thought to a 
substance which never had any other than a hypothetical or fanciful existence, is 
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descriptive as applied to an article of merchandise, is to hold that a word ceases 
to be a valid trade-mark when it is sufficiently suggestive to be valuable. 

Whether, therefore, the complainant’s trade-mark be regarded as a French 
adjective, meaning “which owes its birth to heat,” or as a misspelling of the word 
“Thermogen,” formerly used in the English language to denote a subtle, impon- 
derable fluid pervading all natural bodies, but which word has now passed into 
disuse by the abandonment of the theory with which it was associated, in neither 
case, is the complainant’s trade-mark to be regarded as in any way descriptive of 
cotton wadding, so prepared as to act as a counter-irritant and to reduce swellings 
and inflammatory conditions. The most that can be said is that the complainant’s 
trade-mark suggests heat as associated with its product. By a proper exercise of 
the imagination, it may be inferred that the article is a counter-irritant, which 
produces a condition of congestion and consequent warmth in the part to which it 
is applied, but this is far from making the word one of precise description. 

The test of descriptiveness in a word as applied to the marking of an article 
of merchandise is whether, to permit the monopoly of the use of the word by one 
manufacturer or dealer in that connection, would interfere with the right of others 
to free use of the English language for legitimate purposes of description. (Elgin 
National Watch Co. v. Illinois Watch Co., 179 U. S. 665; Canal Co. v. Clark, 13 
Wall., 311.) It does not by any means follow from this rule that a word, descriptive 
as applied to one article, or in one sense and, in fact, a common word of the English 
language, may not be susceptible of a fanciful or arbitrary application to any article 
and as so applied, be a good and valid trade-mark. (Cooke & Cobb Co. v. Miller, 
169 N. Y. 475.) 

Thus the word “Elastic,” as applied to suspenders, is plainly descriptive, and 
has been held so to be. (Bailly v. Nashawannuck Manufacturing Co., 1890 C. D., 
597 [Supreme Court, New York County, April 15, 1890].) However, as applied to 
sectional bookcases, capable of indefinite expansion by the addition of other units, 
it has been held not to be descriptive but a good trade-mark. (Globe-Wernicke Co. 
v. Brown, 121 Fed. Rep., 185.) 

The Circuit Court of Appeals in the Third Circuit has sustained the validity 
of the word “‘Hygeia”’ as a trade-mark for distilled water. (Consolidated Ice Co. 
v. Hygeia Distilled Water Co., 151 Fed. Rep., 10.) 

In holding the word “Solio,” as applied to photographic paper to be a valid 
trade-mark, the Lord Chancellor refuted the argument that the word indicated a 
character or quality of the goods, because sunlight is operative in producing im- 
pressions on photographic paper, and the word is derived from the Latin “Sol,” 
meaning “‘Sun’’; while Lord Justice MacNaghton in the same case held: that there 
was no objection to a covert and skilful allusion to a character or quality of the 
goods, and that the object of putting a restriction on words capable of being regis- 
tered as trade-marks was to prevent persons appropriating to themselves that 
which ought to be open to all. (In re Eastman Photographic Materials Co., Lid., 
15 Reports of Patent, etc. Cases, 476.) 

In passing upon the descriptiveness of the name “ Bromo-Caffeine,” the 
Court of Appeals of the State of New York said: 

“The trade-mark does not impart information as to the general characteristics 
and composition of the plaintiff's preparation, at least to such an extent as to render 
the trade-mark itself invalid on that ground. . . . The word fails in fact to 
give information as to what the ingredient is, further than a possibility as above 
suggested. This failure is very important, for unless the word gives some reason- 
ably accurate, some tolerably distinct knowledge as to what the ingredient is, it is 
clear that it is not descriptive within the meaning of that term as used with refer- 
ence to a trade-mark.” (Keasbey v. Brooklyn Chemical Works, 142 N. Y., 467.)] 
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PENNSYLVANIA RUBBER Co. v. DREADNAUGHT TIRE & RuBBER Co. 
(229 Fed. Rep. 560) 
United Siates Circuit Court of Appeals 
Third Circuit, February 12, 1916 


1. Unratr CoMPETITION—DECEPTION. 
Where, in a suit alleging unfair competition, no present or prospective 
confusion of products is shown, the bill should be dismissed. 
Appeal by plaintiff from a decree in its favor granting in- 
sufficient relief. Affirmed. 


For the decision of the lower court, see 5 T. M. Rep. 429. 


Christy & Christy, of Pittsburgh, Pa., and Ward, Gray & Neary, 
of Wilmington, Del., for appellant. 

Harry E. Karr, of Baltimore, Md., and Marvel, Marvel & 
Wolcott, of Wilmington, Del., for appellee. 


Before Burrincton, McPuerson, and Woo..uey, Circuit 
Judges. 


Per CurtamM:—In this bill the Pennsylvania Rubber Com- 
pany, averring itself a corporation of Pennsylvania, and the 
amount in controversy exceeding $3,000, charged the Dreadnaught 
Tire & Rubber Company with unfair competition in the sale of 
automobile tires. Although the case was discussed in this court 
as involving a trade-mark, it will be observed that no mention of 
any trade-marks of complainant, or the violation thereof, are al- 
leged in the bill, and, as noted in the opinion below, when the 
plaintiff called the defendant’s attention to the alleged violation 
of its rights, no mention was made of the use of any alleged trade- 
mark. Accordingly, we treat the case as one of alleged unfair com- 
petition. 

On final hearing, the court below, in an opinion reported a 
225 Fed. Rep. 138 [5 T. M. Rep. 429] held the Dreadnaught Com- 
pany was guilty of unfair competition in its markings and sale of 
certain tires known in the trade as “seconds,” and entered a per- 


petual injunction enjoining such markings. From this part of the 
decree the Dreadnaught Company has not appealed. As to the 
other acts complained of, viz., the sale of other tires, the court 
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held “that, unless in connection with the sale and disposition of 
the defendant’s ‘seconds,’ the bill cannot be sustained,” and en- 
tered a decree “that in other respects the bill of complaint be and 
the same is hereby dismissed.” From such part of the decree the 
plaintiff took this appeal. 

The testimony has had our careful attention, for the case 
turns on the question whether the markings on the defendant’s 
tires caused confusion of product or misleading of customers. 
The proofs fail to show that any intended purchaser of complain- 
ant’s tire has been misled, and we are satisfied that no purchaser 
could be misled by defendant’s markings into buying one of de- 
fendant’s tires under the belief he was getting complainant’s. 
In that regard, Judge Bradford well said: 


“The package containing the complainant’s tire has on each side in large and 
unmistakable type the word ‘Pennsylvania’ in connection with the monogram 
hereinbefore mentioned. The package containing the defendant’s tire is of a dif- 
ferent color and has running completely around its periphery the words and figures 
‘Dreadnaught Tires 5000 Miles’ several times repeated. It is quite as difficult 
to conceive that any ordinarily intelligent and careful purchaser should be misled 
by the package of the defendant into a false belief as to its contents as that he 
should be deceived by seeing the defendant’s tire when unwrapped. There is not 
the slightest evidence so far as the appearance of the defendant's tire or its package 
is concerned of any design or intention on its part that either of them should be 
mistaken for the tire or package of the complainant. It is further to be observed 
that it is reasonable to expect closer attention on the part of a retail purchaser to 
such articles as automobile tires than to pocket knives or packages of chewing gum. 
Further, nowhere in the circulars, advertisements or other literature of the defend- 
ant is there disclosed anything intended or calculated to deceive or create confusion 
in the minds of the purchasing public as to the origin or ownership of its tires. 
Distinguishing words are so used as to prevent deception or misunderstanding. 
Still further, it does not appear from the evidence that there was eny case in which 
one desiring to purchase the complainant’s tire was misled into a belief by the ap- 
pearance of the defendant’s tire or its package that the defendant’s tire was that of 
the complainant. I am satisfied that unless in connection with the sale and dis- 
position of the defendant’s ‘seconds’ the bill cannot be sustained.” 


No present or prospective confusion of product being shown, 
and the court below having fully and satisfactorily discussed the 
case, we refrain from needless repetition and restrict ourselves 
to adopting its opinion and affirming its decree, with this addition 
that the bill be dismissed without prejudice to complainant’s 
right to renew the same, if any confusion of goods should here- 
after develop in the course of trade. 


——— 
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Rotuman Mere. Co. vy. UNiversAL HARDWARE WorKS 
(229 Fed. Rep. 579) 


United States District Court 


Eastern District of Pennsylvania, February 8, 1916 
Y 


1. Unratr CoMPETITION—PATENT Suit—ImproperR Use or DECREE. 

Where in a suit alleging infringement of a patent, circulars sent out by 
the plaintiff suppressed information as to the effect and limits of an interloc- 
utory decree and were intended to affect the defendant’s trade, and to secure 
unfairly the business of the defendant’s customers, although the letters con- 
tained no false representations as to the scope of the decree, the plaintiff will 
be restrained from making any representations as to the decree without defi- 
nitely informing the defendant’s customers of the character of the infringe- 
ment. 

In Equity. On motion to suppress letters sent out by plain- 


tiff relating to decree in its favor. Granted in part. 


Coyle & Keller, of Lancaster, Pa., and Archibald Cox, of New 
York City, for plaintiff. 

John A. Hipple, of Lancaster, Pa., and William R. Davis, 
of New York City, for defendant. 


Tuompson, District Judge. * * * 

The question raised by the defendant’s first motion is whether 
the circular letters sent out by the plaintiff on October 20, 1915, 
and the “follow-up” letters sent out on or about November 12, 
1915, contain matter constituting an improper use of the interloc- 
utory decree of the court and of its orders for production for in- 
spection of the defendant’s books and papers, and, if improper 
use has been made of the decree and order, whether the court has 
authority to control the plaintiff’s action in sending out such 
letters. 

It is not to be denied that the plaintiff may notify the defend- 
ant’s customers of the decree finding that the cherry seeder manu- 
factured by the defendant, which was offered in evidence before 
the court, infringed certain specified claims of the patent in suit, 
and may warn the defendant against buying or vending such 
infringing cherry seeders. And it is not to be denied that the 
plaintiff may lawfully inform a vendor of an intention to sue him 
for damages for the sale of the infringing article, and may propose 
terms of compromise of liability prior to litigation. (Tuttle v. 
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Matthews (C. C.) 28 Fed. 98; Philadelphia Trust Company v. 
Edison Electric Light Co., 65 Fed. 551, 13 C. C. A. 40.) 

The letters sent out by the plaintiff, however, did not inform 
the defendant’s customers of the limits of the interlocutory decree 
—did not inform them what patent was in suit, nor what claims 
were held to be infringed, nor in what respect the defendant’s 
cherry seeder was held to infringe. The defendant had contended 
upon the argument of various motions before the court that the 
master should have acted upon its offer to show the character of 
the cherry seeders made and sold by it after March 1, 1911, and 
should have thereupon determined whether they infringed. 

In the opinion filed December 4, 1914, the court held that the 
plaintiff was not obliged to accept the statements and affidavits 
of the defendant as to what character of cherry seeders it had 
manufactured and sold after March 1, 1911, but might, within 
the limits defined in the order of May 13, 1915, examine the books 
and papers of the defendant, and obtain information regarding 
the character of the cherry seeders from the defendant’s customers. 

The terms of the circular letters sent out bear the inference 
that the interlocutory decree declared infringement against any 
or all cherry seeders manufactured by the defendant, and that the 
plaintiff was entitled under that decree to recover from the defend- 
ant’s customers profits made on sales of any or all cherry seeders 
purchased from it. 

The plaintiff contends, first, that the purpose of the letters 
is to obtain the information to which it is entitled, in order that 
it may perfect its claim for profits; and, second, that it is within 
its rights in informing the defendant’s customers of their liability 
to suit as infringers and in offering immunity from suit if they 
will give the information desired. The defendant contends that 
the plaintiff’s purpose is to injure the defendant’s business by 
alarming its customers with threats of litigation, and to obtain 
its business in the sale of cherry seeders. 

The purpose of the plaintiff must be judged by its acts. The 
letters contain no false representation of the scope of the decree, 
but undoubtedly suppress information as to its effect and limits. 
In that respect the plaintiff must be held to have made an improper 
and unlawful use of the decree which prima facie would entitle 
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the defendant to maintain a suit to protect it from injury to its 
trade. (Dittgen v. Racine Paper Goods Co. (C. C.) 164 Fed. 84; 
Id., 171 Fed. 631, 96 C. C. A. 433; Adriance, Platt & Co. v. National 
Harrow Co., 121 Fed. 827, 58 C. C. A. 163. 

Under these circumstances, I am of the opinion that the court 
has authority, as was held in Asbestos Shingle Co. v. Johns-Manville 
Co. ((C. C.) 189 Fed. 611), to control the plaintiff in its use of the 
interlocutory decree. In that case the court said: 


“In view of all these facts I think the complainant should say expressly what 
are the limits of his rights as fixed by the decree. I will not ask him not to claim 
that his patent covers the defendant’s shingles, for I do not think he is obliged to 
take the defendant’s word for the fact that it sells no shingles made on a paper 
machine, and, besides, that is outside the scope of this suit altogether; but if he 
advertises the decree in connection with shingles he must make it clear that the 
only shingles which it purports to protect are those made on a paper-making 
machine.” 

The application here is not for punishment for contempt, nor 
does the question of preventing a multiplicity of suits arise, as in 
many of the cases in which the power to grant relief has been dis- 
cussed. Inasmuch, however, as the letters disclose a purpose, in 
addition to that of obtaining the information necessary for the 
prosecution of the plaintiff’s case, to unfairly affect the defendant’s 
trade and to unfairly secure the business of its customers, an order 
will be entered prohibiting the plaintiff from making representa- 
tions to the defendant’s customers as to the interlocutory decree 
and the orders of the court without stating the limits and effect 
of the decree and orders, and without definitely informing the 
defendant’s customers of the character of infringement adjudged. 

Counsel may prepare and submit an order in conformity with 
this opinion. 


NotasEME Hosiery Co. v. Straus, et al 
(231 Fed. Rep., 243) 


United States District Court 
Southern District of New York, February 9, 1912 


1. TRADE-Marks—INFRINGEMENT—Ricut To RELIEF. 
It is a well-established rule of law that a trade-mark is in the nature of a 
property right which a court of equity will protect from invasion, but he who 
seeks relief must himself be free from fraud or misrepresentation. 
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2. TrapE-MarKs—Notice or REGISTRATION. 

Where, in a suit for infringement of a registered trade-mark, the label as 
used by the plaintiff held out to the public as registered, precisely that element 
of the mark which the patent office had rejected, such misrepresentation in- 
validates the registered trade-mark and operates as a bar to equitable relief 
from the asserted infringement by the defendant. 

3. Unrarr Competition—Use or SrmiLar LABELs. 

Where the defendant used a label similar in shape and color scheme to 
the plaintiff’s label, but slightly different in arrangement and bearing a dis- 
tinctive trade-mark, the similarity is not sufficiently close to justify the pre- 
sumption of an intent to mislead purchasers; and in the absence of proof of 
confusion and the substitution of the defendant’s goods for those of the plain- 
tiff, the bill will be dismissed. 


In Equity. On final hearing. Decree for defendant. 


For the opinion of the circuit court of appeals, reversing this 
decree, see 3 T. M. Rep., 87. For the subsequent decision of the 
district court, confirming the report of the master, see 4 T. M. 
Rep., 52. For the opinion of the circuit court of appeals, affirming 
this, see 4 T. M. Rep., 425. For the opinion of the supreme court, 
reversing the decision of the circuit court of appeals, see 6 T. M. 
Rep., 103. See also, 6 T. M. Rep., 144, 146. 


D. Frank Lloyd, of New York City (Robert M. Barr and E. 
Hayward Fairbanks, both of Philadelphia, Pa., of counsel), for com- 
plainant. 

Wise & Seligsberg, of New York City (Edmond E. Wise, of 
New York City, of counsel), for defendants. 


Hazex, District Judge:—The bill in this case alleges unfair 
competition in trade and infringement of a trade-mark adopted 
and used by complainant corporation since October 1, 1907, as a 
label in connection with the manufacture and sale of hosiery. 
There is attached to the statement and declaration a sketch or 
drawing of the trade-mark which consists of a square having a 
black band extending diagonally from the left-hand upper corner 
to the lower right corner of the design, and a triangular space or 
panel above and below the band printed in red. There is no other 
mark, lettering, or coloring specified in the application filed Decem- 
ber 14, 1907, and registered May 4, 1909, though the evidence 
shows that the mark as used by the complainant has printed upon 
the band in white script the word “Notaseme,” and on a flour- 
ished ending of the script are printed the words ‘“Trade-Mark,” 
while the words, “Reg. U. S. Pat. Off.,” are in small type under- 
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neath the design, as required by statute. The drawing also shows 
a narrow white border on either side of the diagonal band, but in 
actual use such border is of decorative gold. 

The alleged infringement of the registered trade-mark con- 
sists in the adaptation and use by the defendants of labels for their 
boxes, cartons, and advertisements in connection with the sale of 
stockings, which comprise a rectangular design with a diagonal 
black band extending across and dividing it into an upper and 
lower panel or space; each being red in color. On the black band 
the trade-mark, “Irontex,” is conspicuously printed in white 
script, and in the upper panel is inserted in black type, “The 
hose that,’ and in the lower panel the words, “wears like iron.” 
The band upon which the word, “Irontex,” is printed extends 
from the lower left-hand corner to the upper right-hand corner. 

The evidence produced shows that the defendants adopted 
their trade-mark and label about six months after the adoption of 
the trade-mark by complainant. If the trade-mark or label in 
controversy is valid, the defendants have not the right to appro- 
priate it in conjunction with the sale of a like vendible commodity 
by either copying, imitating, or simulating it. But the defendants 
contend that the principal characteristic of complainant’s trade- 
mark was the word, “‘Notaseme,” which was refused registration 
by the Patent Office on account of its descriptive character; that 
complainant in legal effect disclaimed such word as an element of 
the combination comprising the trade-mark; and that the con- 
tinuance of the use of the word, “Notaseme,” in connection with 
the representation that such word was also an element of the reg- 
istered trade-mark, renders the latter invalid. Whether the con- 
tention comes within the rule of the decisions to which attention is 
directed is a question not altogether free from difficulty. 

To merely display the word, “‘Notaseme,”’ on the face of the 
design, would not disentitle the complainant to relief, but the 
addition of the words, ““Trade-Mark,” printed on the flourished 
ending of the script, was, I think, a material misrepresentation. 
It is a well-established rule of law that a trade-mark is in the nature 
of a property right which a court of equity will protect from inva- 
sion, but he who seeks relief must himself be free from fraud or 
misrepresentation. (Prince Mfg. Co. v. Prince’s Metallic Paint 
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Co., 185 N. Y. 24, 31 N. E. 990, 17 L. R. A. 19; Preservaline Mfg. 
Co. v. Heller Chem. Co. [C. C.] 118 Fed. 103.) Ordinarily, mis- 
representations to the public arise from statements appearing on 
the trade-mark relating to the materials composing the manu- 
factured article and the place of manufacture. (Manhattan Medi- 
cine Co. v. Wood, 108 U. S. 218, 2 Sup. Ct. 436, 27 L. Ed. 706.) 


~ 


In Holzapfel’s Co. v. Rahtjen’s Co. (183 U. S. 1, 22 Sup. Ct. 6, 46 
L. Ed. 49), a principle is enunciated by the Supreme Court which 
is determinative of this question and which seems to broadly 
include a false claim or a misrepresentation of the character appear- 
ing on the face of complainant’s trade-mark. In that case it was 
held that no right to a trade-mark which includes the word “pa- 
tent” or describes the article as “‘patented”’ can arise when the 
article is unpatented, and the Supreme Court said: 

“A symbol or label claimed as a trade-mark, so constituted or worded as to 


make or contain a distinct assertion which is false, will not be recognized, nor can 
any right to its exclusive use be maintained. 


There are earlier cases in the lower federal courts holding that 
there can be no title in a trade-mark which operates to mislead or 


deceive the public, and that the defendant may avail himself of 
such deception by answer, even though infringement is imputable 
to him. (Consolidated Fruit-Jar Co. v. Dorflinger (Fed. Cas. 
No. 3,129.) And in Preservaline Mfg. Co. v. Heller Chem. Co., supra, 
Judge Kohlsaat denied equitable relief in an unfair competition 
‘ase where no false statements were made in connection with the 
trade-mark or packages, but where it appeared that in advertising 
circulars the word “* patented”’ was used in relation thereto. While 
it is true that the misrepresentation in each instance in the cases 
cited implied that the article was patented, or that the patent had 
not expired, still it seems to me that the same principle as empha- 
sized in the Holzapfel Case applies here. The exclusive right to 
the use of the word, “ Notaseme,” was apparently disclaimed in 
the Patent Office, and yet the complainant continued to use such 
word at the same time, claiming it was a feature of the combination 
comprising the registered trade-mark. Such misrepresentation by 
complainant invalidates the registered trade-mark and operates as 


a bar to equitable relief from the asserted infringement by the 
defendants. 
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The next ground for relief to be disposed of is whether, not- 
withstanding the invalidity of the trade-mark the defendants are 
guilty of unfair dealing in trade. That there is in defendant’s 
label a resemblance to complainant’s label would seem to be appar- 
ent on comparison. The form or shape of the label, the diagonal 
black band, the red panels, and the white lettered inscription on 
the band, tend to create the impression that the labels used on 
the boxes containing the defendants’ hosiery are the labels of the 
complainant; but the resemblance or similarity is not thought 
sufficiently close to justify the presumption of an intention by the 
defendants to mislead the ordinary buyer into buying their goods 
when he intended to buy those of the complainant. The varia- 
tions made by the defendants in their label, though probably not 
a complete differentiation, nevertheless were sufficient to require 
proof that some individual buyer had been deceived. 

Complainant produced testimony of specific sales to show 
that there was a palming off of the goods of the defendant for 
those of the complainant, but I am left unpersuaded by such 
testimony. The witness Keefe swears that he bought stockings 
at defendants’ store on three different occasions. On the first and 
second visits to the defendants’ store he pointed out to the sales- 
woman the box of hosiery he wanted to buy, and he swears he does 
not recall what was said by either the saleswoman or himself at the 
time of the purchase, or what happened on any of the occasions 
in relation to which he testifies. It appears that he made a report 
in writing to the complainant of a purchase of stockings on July 
19, 1910, wherein he stated that he had asked the saleswoman for 
a pair of “ Notaseme” hose, and he purchased the hose delivered 
to him by the saleswoman, which were those of the defendants. 
The exhibit report was not used by him to refresh his recollection 
or in relation to the said purchase, and it is therefore not entitled 
to consideration as evidence tending to establish the fact. At 
the time of such claimed purchase, he was accompanied by a friend 
who had been instructed to observe the transaction with the view 
of later becoming a witness if necessity arose. Such witness, 
however, is not produced. 

Evidence has been given by the defendants to show that their 
labels, which they placed on the front ends of the boxes containing 
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their hosiery, were of rectangular shape, and that, in addition 
thereto, they placed on the front ends of the covers of the boxes 
another label which had printed on it in clear type the name, 
“ Macy’s”’; that after the adoption of their trade-mark, “‘ Irontex,”’ 
they extensively advertised it in the newspapers of New York 
City in connection with the sale of stockings and created a demand 
for the particular kind of stockings sold by them. Under the 
circumstances, I am satisfied that no confusion resulted from the 
similarity of the two labels, and that the substitution of the defend- 
ants’ goods for those of the complainant is not proven. 
The bill is dismissed, with costs. 


Mosite TRANSFER Co., et al. v. SCHWARZ 
(70 So. Rep., 640) 


Alabama Supreme Court 


January 20, 1916 


. TrapE-NAME—INJUNCTION—DEFENSES. 

In a suit alleging infringement of a trade-name, injunctive relief will not 
be denied on the ground that plaintiff wrongfully assumed the name of a de- 
funct corporation of which he had been the receiver where there is no showing 
of fraud, wrong or injury against the public or stockholders and creditors of 
the defunct corporation, and in the absence of any claim by the plaintiff under 
or through the rights of the defunct corporation, its stockholders and creditors. 

. TrapE-NAME—INJUNCTION—GROUNDS. 

To warrant the issuance of an injunction in a case of trade-name there 
must be, first, the existence of a trade-name, second, the fact of an imitation, 
either directly or with such variations as are merely colorable, and third, the 
fact that such imitation is made without the license or acquiescence of the 
owner. 

. TrapE NaME—INJUNCTION—GROUNDS. 

Where plaintiff has long been engaged in a given locality under a particular 
name, and the defendant embarks in the same business under substantially 
the same name with the intention of deceiving purchasers by inducing them to 
believe it is the plaintiff's business, and defendant does so deceive them, a 
proper case is presented for relief by injunction. 

. TrapE-NAME—DeEFENSES—INCORPORATION UNDER INFRINGING NAME. 

Section 3446 of the Alabama code provides that no name shall be assumed 
which is identical with that of any corporation already existing in this state, 
or so nearly similar thereto as to lead to confusion and uncertainty, nor shall 
the name of any person or partnership be assumed without the addition of 
some word or words designating the nature of at least one of the businesses to 
be carried on, followed by the word “‘Company,” or “Corporation” and “Inc.” 
The name assumed by the defendant, when incorporating, is not binding or 
conclusive on third parties, and the incorporation under this name is no defense 
in a suit for infringement. 
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On appeal by the defendants from a decision of the chancery 
court of Mobile County. Affirmed. 


Tompkins & Kirkpatrick, of Mobile, for appellants. 
Hugh M. Caffey, Jr., of Mobile, for appellee. 


MayFiE.p, J.:—The bill is filed by appellee to enjoin appellant 
from the use of a trade-name so similar to that of appellee as to 
tend to deceive or mislead the public and to cause it to believe that 
it is dealing with the complainant, appellee. Appellee’s trade- 
name is “Mobile Transfer,” while that of appellant is “ Mobile 
Transfer Company, Inc.” There can be no doubt that the simi- 
larity of the two names is great enough to lead to such confusion, 
and to deceive the public by inducing it to deal with the one, when 
it intended to deal with the other. Both appellant and appellee 
are engaged, as their names indicate, in the transfer business, and 
they are therefore serving the traveling public. The evidence 
showed that confusion as to mail and business had occurred on 
account of such similarity of the trade-names. The evidence also 
showed that it was not to the interest of the public that both com- 
panies should operate under names so similar one to the other. 
The evidence showed further that the business of appellee was 
injured by appellant’s use of the similar name. 

It is contended by appellant that appellee wrongfully ac- 
quired its name by assuming that of an insolvent corporation which 
was dissolved by the chancery court, that appellee was the receiver 
of such corporation, and that the assumption of the name of the 
dissolved corporation by him, when he was or had been receiver 
of such corporation, was a fraud upon the stockholders thereof, 
and therefore that appellee does not come into court with clean 
hands. 

Without deciding whether or not appellee had, or had ac- 
quired, the right to use the name of the insolvent corporation of 
which he was receiver, dissolved while he was acting in such ca- 
pacity, or to use a name similar thereto, it is a sufficient answer to 
say that appellant does not claim under or through the rights of 
the dissolved corporation, or through any of its stockholders or cred- 
itors. In other words, appellant is a stranger to the defunct body 
corporate, and there is no evidence to show or tending to show that 
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any fraud, wrong, or injury has ever been done or ever will be done 
the public, or to such stockholders or creditors, by the use of the 
borrowed name by appellee. Appellee’s use of the corporate name, 
or of a similar name, gives appellant no right to use the business 
name of appellee. If appellant is wrongfully using appellee’s busi- 
ness name, it cannot defend by showing that appellee wrongfully 
acquired the name from a third party provided such acquisition 
and use of the name by him is no wrong or fraud against the public 
or against appellant. In the absence of wrong or fraud against the 
public or against the appellant, the court will not inquire into the 
question whether appellee rightfully acquired the trade-name 
which appellant is infringing upon or using to the wrong and injury 
of appellee. It also appears that appellee acquired the right to 
use his trade-name, or, at least, that he was so using it, prior to 
the time appellant was incorporated or began to use its trade- 
name. 

Mr. High, in his work on Injunction, states the rule as to 
when equity will enjoin the use of a trade-mark or a trade-name 
as follows: 


“To warrant the exercise of equitable jurisdiction in these cases, there must 
be: First, the existence of a trade-mark; second, the fact of an imitation, either 
directly or with such variations as are merely colorable; and, third, the fact that such 
imitation is made without the license or acquiescence of the owner. And courts 
of equity, in granting relief by injunction in this class of cases, proceed upon the 
principle that it is a fraud upon one who has established a trade and carried it on 
under a given name to permit another to assume that name, or the same name with 
a slight alteration, in such manner as to induce persons to deal with him in the 
belief that they are dealing with one who has given a reputation to that name. 
Where, therefore, plaintiffs have long been engaged in a given locality under a par- 
ticular name, and defendant embarks in the same business under substantially the 
same name, with the intention of deceiving purchasers by inducing them to believe 
that it is plaintiffs’ business, and he does so deceive them, a proper case is pre- 
sented for relief by injunction.” (Volume 2, p. 1069, § 1085.) 


It was no defense that the appellant incorporated under the 
name by which it is doing business. Appellee was not a party to 
the proceedings by which appellant was incorporated, and, of 
course, was not bound by the acts or the proceedings of the court 
in which appellant was incorporated; while section 3446 of the 
Code provides that: 


*“No name shall be assumed which is identical with that of any corporation 
already existing in this state, or so nearly similar thereto as to lead to confusion 
and uncertainty, nor shall the name of any person or partnership be assumed with- 
out the addition of some word or words designating the nature of at least one of the 
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— to be carried on, followed by the word ‘company,’ or ‘corporation,’ and 
nc, 

This name assumed by the appellant when incorporated is 
not binding or conclusive on third parties, who were not, and could 
not be made, parties to the proceeding to incorporate. 

It therefore follows that the decree of the chancellor must be 
affirmed. 


ANDERSON, C. J., and SOMERVILLE and Tuomas, J. J., concur. 


Sioux City Rose & Tannina Co. v. SEARS 
(156 N. W. Rep. 299) 


Iowa Supreme Court 


February 12, 1916 


1. Unratr CoMPETITION—VIOLATION OF INJUNCTION. 

An injunction which enjoined the defendant from using or continuing the 
use of the words “‘Sioux City Hide & Fur Co.” as a trade-name and from using 
the words “‘Sioux City” in connection with other words designating or indi- 
cating a business of dealing in hide, robes, fur or tanning was not violated by 
the defendant’s receipt of mail and shipments in that name and actually 
intended for the defendant, within a few days after the injunction was issued, 
especially in view of the fact that the defendant adopted a new trade-name 
and took steps to notify its shippers of the change. 

On writ of certiorari to review the action of the district court 


in certain contempt proceedings. Affirmed. 


Sears, Snyder & Boughn, of Sioux City, for complainant. 
Henderson & Fribourg, of Sioux City, for respondent. 


Weaver, J.:—C. J. Rick and others, as partners under the 
firm name of Sioux City Robe & Tanning Company, were doing 
business as dealers in furs and hides and as tanners at Sioux City. 
Volnie S. Powell and others, incorporated under the name of Sioux 
City Hide & Fur Company, were also carrying on a similar business 
at the same place. The first-named firm brought a suit in equity 
against the latter concern charging it with unfair competition and 
asking that it be perpetually enjoined therefrom and from using 
the firm name “Sioux City Hide & Fur Company,” and especially 
enjoined from using the name “Sioux City” in connection with 
the name or description of its business of tanning or dealing 
in hides and robes. To this action the Hide & Fur Company 
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appeared and took issue upon the petition. Such further proceed- 
ings were had in such suit that a decree was entered therein for 
plaintiffs, the material part of which was in the following words: 

“It is therefore ordered, adjudged, and decreed that defendants Volnie S. 
Powell, H. B. Powell, and Sioux City Hide & Fur Company, a corporation, the 
officers, directors, agents, attorneys, and representatives, of the said corporation, 
and the agents, attorneys, and representatives of the said Volnie S. Powell, and H. 
B. Powell, be and they are each hereby severally perpetually enjoined from using or 
continuing to use the words ‘Sioux City Hide & Fur Company’ as their trade-name. 

“Tt is further ordered, adjudged, and decreed that the said defendants Volnie S. 
Powell, H. B. Powell, and the Sioux City Hide & Fur Company, a corporation, and 
its officers, directors, agents, attorneys, and representatives, and the agents, attor- 
neys, or representatives of the said Volnie S. Powell and H. B. Powell, be and they 
are hereby perpetually enjoined from using the words ‘Sioux City’ in connection 


with other words designating or indicating a business of dealing in hides, robes, 
fur, or tanning.” 


The decree was entered May 24, 1915. In July, 1915, the 
plaintiffs in said action filed in the district court an information 
charging that defendants in violation and contempt of the decree 
and writ of injunction had wrongfully continued to use the business 
name of Sioux City Hide & Fur Company, and to use the word 
or name “Sioux City,” in connection with their business nameor 
designation, and upon these allegations asked that defendants 
be cited to answer for their alleged contempt. A citation was 
issued, and defendants appeared in obedience thereto, and denied 
that they had violated the injunctional order or decree. The prin- 
cipal evidence offered in support of the charge was the testimony 
of the freight agents of the several railroads entering Sioux City 
showing that between the date of the decree and the filing of the 
information a considerable number of packages and shipments 
of furs and hides had arrived at their several stations marked or 
directed to the S. C. or Sioux City Hide & Fur Company, and 
that said packages and shipments had been delivered to and re- 
ceived by the defendants. Some evidence was offered tending to 
show that the decree was entered by the consent of the parties, 
and that prior thereto there was some verbal understanding that 
after an interval of 10 days defendants would relinquish or turn 
over to plaintiffs all shipments and mail directed to the Sioux City 
Hide & Fur Company. 

Upon this record we have to inquire whether the proved or 
admitted acts and conduct of the defendants constitute a clear 
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violation of the terms of the injunction. Turning to the decree 
by the terms of which the rights and duties of the parties must be 
measured we find defendants are thereby enjoined (1) from “using 
or continuing to use the words ‘Sioux City Hide & Fur Company’ 
as their trade-name”’; and (2) from “using the words ‘Sioux City’ 
in connection with other words designating or indicating a business 
of dealing in hides, robes, fur, or tanning.” Nothing is forbidden 
to the defendant, except the acts or things above specifically 
mentioned and such other, if any, as may be fairly implied there- 
from. Unless we can say that such restraint is to be implied 
from that expressed, as above quoted, there is nothing in the 
decree denying defendants the right to receive the mail and accept 
the shipments which the senders and consignors actually intended 
for them. There is no evidence that at any time after the entry 
of the decree defendants advertised or bought or sold or made any 
claim of right to do business under the forbidden name or style, 
or did in fact receive any mail or shipments or consignments 
intended for the plaintiffs. On the contrary, the agents of the 
carriers called as witnesses by the plaintiffs testified that defend- 
ants informed them of the injunction and manifested much care 
to receive or accept such consignments only as were clearly in- 
tended for them. It also appears indirectly that upon the entry 
of the decree defendants adopted and thenceforward did business 
under the name of Powell Hide & Fur Company. It was perhaps 
the duty of defendants to notify their customers and consignors of 
the change in their business name, and there is nothing to show 
that they did not. On the contrary, the circumstances tend to 
show that they did make such effort, for the detailed reports by 
the several freight agents show that very soon after the date of 
the decree shipments began to arrive consigned to defendants 
under the name of Powell Hide & Fur Company. The consign- 
ments gradually increased, while those directed to the Sioux City 
Hide & Fur Company decreased. Much the larger part of those 
directed to the old name arrived and were received by defendants 
within less than 30 days after the entry of the decree, and very 
largely within 15 days thereafter. Naturally it would take some 
time to get the information of the change to the knowledge of the 
shippers, and to get the shippers who desired to deal with them in 
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the habit of using the new name, but when the contempt proceed- 
ing was begun the confusion in shipments had largely disappeared. 

Had the court intended by its decree to deny the defendants 
the right to receive the mail and consignments of goods actually 
intended for them, it was an easy thing to so provide in clear 
terms, and we think it fair to assume that so important and unusual 
a restraint upon the liberty of a person in dealing with his own 
would not have been left to an uncertain implication. We think 
the decree is not open to the construction which the plaintiffs 
place upon it. 

Whether the mere absence of intention to violate the injunc- 
tion would be sufficient to relieve defendants from the charge of 
contempt, as suggested by the trial court, if the act complained 
of was clearly forbidden by the terms of the decree, we need not 
here consider or decide. Taking the decree as it reads and the 
undisputed facts as disclosed by the record we are clearly of the 
opinion that no violation of the injunction was shown, and that 
the court did not err in finding defendants not guilty of contempt. 
The result reached being right, it is not a material question whether 
all the reasons stated by the court for its ruling were sound. 

We may further add, with reference to the alleged fact that 
prior to the decree there was a verbal understanding or agreement 
between the parties that defendants would turn over to plaintiffs 
all mail and consignments coming in the old trade-name of the 
former, that even assuming such arrangement to have been made 
its violation would not be a contempt of court. The sole question 
presented is whether a violation of the decree as written and en- 
tered was so clearly shown as to render the dismissal of the con- 
tempt proceedings an error for which the judgment below should 
be annulled and the cause remanded for a judgment of guilty. 
This inquiry we think must be answered in the negative. 

The writ of certiorari will therefore be dismissed, and the 
judgment of the district court affirmed. 

Evans, C. J., and DeEEMmR and Preston, JJ., concur. 
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KAUFMAN V. KAUFMAN, et al. 
(118 N. E. Rep. 691) 


Massachusetts Supreme Judicial Court 


March 2, 1916 


1. UnrarR ComMpETITION—INFRINGEMENT OF TRADE-NAME—RELIEF. 

Where the plaintiff has established a trade-name which is not strictly a 
trade-mark, as indicating that goods bearing it are put on the market by him, 
he is entitled to protection against unfair competition in its use by others only 
within the territorial boundaries where he has established his trade-name by 
actual commercial transactions and not outside that territory. 

2. Unratr CoMPETITION—EVIDENCE. 

In a suit alleging unfair competition, it cannot be inferred without evidence 
that retail hat stores draw trade from towns sixteen, forty-five and seventy- 
three miles distant from the stores. 

On appeal from a decree for plaintiff issued out of Superior 


Court of Worcester County. Reversed. 


Louis E. Feingold and J. Fred Humes, both of Worcester, for 
appellants. 
Charles H. Derby, of Worcester, for appellee. 


Ruee, C. J.:—This is a suit to restrain the defendants from 
simulating the plaintiff's trade-name and from imitating the 
general appearance of the plaintiff’s stores. The case was sent 
to a master, whose report shows the material facts in substance as 
follows: The plaintiff is a seller at retail of men’s hats, who opened 
his first store in New York in 1900, and who now has forty-one 
stores in nine different states, including twenty-four in New York 
and Brooklyn, one in Providence opened in 1908, and two in Boston 
opened in 1910. He is not a manufacturer, but has hats made on 
his orders as to quality and style. The plaintiff advertised so 
extensively and in such manner and combination that the “name a 
| ‘Kaufman’ in the way the plaintiff used it in his several stores, 

considering the style of lettering (back-hand script), with the use 

of the figures $1.50 and of the words “The hats they talk about,’ 

became so associated and identified with the plaintiff’s business 

as to acquire a secondary meaning, and that when so used it came 

to mean one of the plaintiff’s stores.”” In other words, he had 

acquired a trade-name in connection with his hat business. The 

defendants opened a retail hat store in Worcester in 1909, and in 
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New Haven and Woonsocket in 1914. In the conduct of their 
business in each of these cities, the defendants simulated the 
plaintiff’s trade-name by conduct begun in Worcester, not when 
the store was first opened, but about two years after the plaintiff 
opened his Boston stores. The master recognizes the difficult 
question to be whether the plaintiff had acquired any “market” 
in the cities where the defendants maintained their stores, and in 
no one of which the plaintiff has or has had a store, and in that 
connection reports: 


“There was no direct evidence as to the plaintiff's market for his several stores. 
The business was entirely retail and the territory covered by his trade was pre- 
sumably much less in extent than in the case of such a business as was carried on 
in Cohen v. Nagle (190 Mass. 4 [76 N. E. 276, 2 L. R. A. (N. S.) 964, 5 Ann. Cas. 
553)). 


There was no evidence that the plaintiff ever advertised in 
Worcester, Woonsocket or New Haven, that a hat was ever sold 
to a person living in Worcester from any of the plaintiff’s stores, 
that any person living in Worcester ever heard or knew of the 
plaintiff's Boston stores, or as to the volume of business done at 
either of the plaintiff's Boston stores. The master’s finding in 
view of these facts is this: 


“*T find as a fact (if such finding is justified from the other facts found) that 
Worcester became a part of the plaintiff's natural market after the establishment of 
the Boston stores, and that after the defendant Philip changed his signs, they so 
closely resembled the plaintiff's signs as to be calculated to mislead the Worcester 
public into believing that the Worcester store was one of the plaintiff's stores, and 
that thereby the plaintiff was likely to be deprived of a part of his trade. I also 
find as facts (if such finding is justified from the other facts found) that Woonsocket, 
which is sixteen miles from Providence, was a part of the natural market of the 
Providence store, and that New Haven, which is seventy-three miles from New 
York, was a part of the natural market of the twenty-four New York and Brooklyn 
stores, and that the plaintiff's trade-name was established in Woonsocket and New 
Haven before the defendants opened their stores there, and that the defendant’s 
signs so closely resembled the plaintiff's trade-name that the public were likely to 
be misled into believing that the defendants’ stores were stores conducted by the 
plaintiff, and that the plaintiff was thus likely to be deprived of trade which fairly 
belonged to him.” 


It was decided in C. A. Briggs Co. v. National Wafer Co. (215 
Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 926), after ample re- 
view of the authorities and a full discussion of principles, that 
where a plaintiff has established a trade-name which is not strictly 
a trade-mark, as indicating that goods bearing it are put upon the 
market by him, he is entitled to protection against unfair competi- 
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tion in its use by others only within the territorial boundaries 
where he has established his trade-name by actual commercial 
transactions, and not outside that territory. As was said by Mr. 
Justice Sheldon at pages 106, 107 of 215 Mass., at pages 89, 90 of 
102 N. E., Ann. Cas. 1914C, 926, the vendor who has built up a 
trade-name by the use of particular words, “has a right to be 
protected in selling his goods against the unfair competition of 
any others who may seek by imitating his brands * * * to 
palm off their goods as his. * * * Where the words have not 
gained that meaning, no rights of the plaintiff are infringed by the 
defendant’s use of them. The defendant has the right to imitate 
* * * where this involves no * * * attempt to get the 
benefit of the public’s desire to have goods [from the plaintiff]. 
* * * The gist of the action is not the harmless use of the 
particular words and symbols, but the appropriation of the plain- 
tiff’s business.’’ This is the statement of the law which governs 
the case at bar. Holbrook v. Nesbitt, 163 Mass. 120, 39 N. E. 794; 
Hanover Star Milling Co. v. Allen & Wheeler Co., 208 Fed. 513, 125 
C. C. A. 515 [3 T. M. Rep. 521]; Munn & Co. v. Americana Co., 83 
N. J. Eq. 309, 91 Atl. 87 [6 T. M. Rep.—]. 

The plaintiff is entitled to relief only on the ground of unfair 
trade competition or interference with his established rights. 
The trade-name and symbols of the plaintiff cannot extend into 
regions where his goods are not sold, where he has no customers, 
and where he has no trade. There can be no recovery unless it 
appears that there has been a wrongful appropriation by the 
defendant of trade which belonged to the plaintiff. The mere 
use of a trade-name which one person has found highly successful 
in bringing his goods to the favorable attention of the public in one 
business territory, by another person in another business territory, 
constitutes no actionable wrong. Actual or probable deception 
of the public to the harm of the plaintiff is the basis of the action. 
There can be no unfair competition unless the plaintiff is actually 
a rival for the trade which the defendant secures. 

The master having found expressly that there was no evidence 
as to the area from which the plaintiff drew his custom for his 
several stores, the bald question presented is whether it can be 
inferred without evidence that two retail hat stores in Boston 
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draw trade from Worcester, twenty-four such stores in New York 
and Brooklyn, from New Haven in the state of Connecticut, and 
one in Providence, from Woonsocket, both in the state of Rhode 
Island, the distance between these several cities being forty-five, 
seventy-three, and sixteen miles respectively. 

There is nothing remarkable or peculiar about stores for sale 
at retail of men’s hats. As matter of common knowledge it must 
be presumed that there are numerous such stores in each of the 
cities where the defendants do business. Men’s hats are common 
articles of trade of universal use. Those of the plaintiff are all of 
the uniform price of one dollar and a half. Manifestly the territory 
from which a retail store draws its custom must be much more 
restricted than that of a wholesale store or manufactory. Where 
there is but a single article of men’s apparel, of which usually 
there are not many in use by one person during the same period 
of a price not exceeding one dollar and a half, the trade territory 
of a store or stores in a single city would not as matter of common 
knowledge extend into other cities. 

Doubtless it is not necessary to show, in a case of unfair 
competition, that particular customers have been diverted, in 
order that a plaintiff may recover. It is enough if the infringer 
operates in the territory from which the owner of the trade-name 
draws his patronage. But there must be some evidence to show 
the facts before it can be inferred that every retail haberdasher’s 
store has a trade circle with a radius of seventy-five miles. It does 
not seem easy to infer that men would travel from sixteen to 
seventy-three miles from cities like Woonsocket, Worcester and 
New Haven to spend one dollar and a half for a hat. 

It was held in C. A. Briggs Co. v. National Wafer Co. (215 
Mass. 100, 102 N. E. 87, Ann. Cas. 1914C, 926), that although the 
plaintiff’s trade-name and commercial territory as to a wholesale 
selling of confections, comprehended numerous states including 
Ohio, Michigan, Virginia and West Virginia, it could not be pre- 
sumed or inferred that use of that trade-name by the defendant 
in the adjoining states of Illinois, Indiana, Tennessee and Kentucky 
and other neighboring states, was unfair competition, or that the 
defendant’s goods were there palmed off as the goods of the plain- 
tiff, when there was no evidence that the plaintiff’s business in 
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fact was carried on in those states. The inference without evi- 
dence that retail trade in men’s hats extends so far away from the 
plaintiff’s stores into other cities well known as commercial centers, 
as in the case at bar, seems quite as unwarrantable as the inference 
held unjustified in the Briggs Co. Case; (Eastern Outfitting Co. v. 
Manheim, 59 Wash. 428, 110 Pac. 23, 35 L. R. A. (N.S.) 251). The 
case at bar is plainly distinguishable from Samuels v. Spitzer (177 
Mass. 226, 58 N. E. 693), where there was explicit evidence that 
the trade territory of the plaintiff’s business house, although 
located in Rhode Island, extended into southeastern Massachusetts. 
No argument has been addressed to us that any distinction is to be 
made between the stores of the defendant in Woonsocket, Worces- 
ter and New Haven, as to the inferences to be drawn as to their 
unfair competition. There seems no reason for making any 
difference between them. It follows that the facts found by the 
master did not justify the ultimate fact found of unfair competition 
by the defendants with the business of the plaintiff. 

Decree reversed. 

Decree to be entered dismissing bill. 


Hurr v. WALLACE 
(97 Atlantic Rep. 45) 
New Jersey Supreme Court 


March 8, 1916 


1. Trape-Marks—TRrape-N AME—ABANDONMENT. 

Where an innkeeper rented the garage connected with his hostelry and 
permitted the lessee to put up his own sign and do business under the name 
thereon, he abandoned any exclusive right in the name as applied to a garage, 
even though the name was identical with that of his hostelry. 

On appeal from a decision of the court of common pleas, 


Warren Couniy, in favor of the plaintiff. Reversed and remanded. 


For the decision of the court of chancery, see 5 T. M. Rep., 
180. 


Argued before the Cuter Justicr, and Swayze and BERGEN, 


JJ. 


George A. Angle, of Belvidere, for appellant. 
Harlan Besson, of Hoboken, for respondent. 
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Swayze, J.:—Two causes of action are set forth in the com- 
plaint: (1) Libel; (2) conversion. The libel alleged consisted in 
letters written to the freight agents and express agents of the vari- 
ous railroads at Blairstown, forbidding them to deliver express or 
freight addressed “ Blairstown Garage” to any one but the defend- 
ant or his representative, and alleging that “certain parties have 
been using the name Blairstown Garage for fraudulent commercial 
purposes.” The conversion alleged was of certain automobile 
supplies which seem to have been addressed to Blairstown Garage, 
and to have been taken by defendant, although claimed by the 
plaintiff. The foundation of the litigation is conflicting claims to 
the trade-name “Blairstown Garage.’ The facts are as follows: 

Prior to April 1, 1912, one Stout had been conducting a tavern 
known as the “Blairstown House.” In connection therewith, he 
had a garage, which seems to have been no more than an adjunct 
to the tavern. On April 1, 1912, he rented this garage to the 
defendant Wallace, who conducted it for two years as an independ- 
ent business under the name “Blairstown Garage.” A sign was 
put up by Wallace bearing that name. Prior to April 1, 1914, 
Wallace was notified to vacate. Thereafter, in January, 1914, he 
filed with the county clerk a certificate that he intended to carry 
on business under the name of “Blairstown Garage.’”’ When his 
tenancy expired, he took with him the sign and moved to another 
part of the town where he has since conducted business under that 
trade-name. Stout rented the garage to Huff from April 1, 1914, 
and Huff has there conducted business under the same name as 
the defendant. 

It is rather difficult to say what precise question was submitted 
to the jury. It is enough to say in this respect that the charge is 
based on a fundamental misconception of the rights of the parties. 
The judge charged that the name Blairstown Garage belonged to 
the hotel; to the place and not to the person. He drew this con- 
clusion from what he conceived to be the legal duty of a licensed 
tavern keeper to provide a garage for automobiles, either in lieu of, 
or in addition to, the statutory obligation to provide stabling and 
provender. Holding this view, he charged that the plaintiff as 
Stout’s lessee had a right to the enjoyment of the name “ Blairs- 
town Garage’’ without being interfered with by the defendant. 
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If we could bring ourselves to the view that “stabling and prov- 
ender,” which of course originally meant stabling and provender 
for horses or cattle, has now come to mean a garage for automobiles, 
including, we suppose, a supply of gasoline and repairs, we should 
still be unable to see how Stout could claim any right by reason of 
the statute, since, confessedly, from April 1, 1912, he failed to 
perform this supposed duty of a tavern keeper and rented out the 
garage to the defendant for two years, and to the plaintiff since. 
Clearly, whatever right there may be to the use of the name 
*‘ Blairstown Garage”’ must be determined as a matter of fact from 
all the circumstances, and cannot be based as a matter of law upon 
the mere fact that Stout was a licensed tavern keeper. Apparently 
if he ever had an exclusive right to the name, he had abandoned 
it when he rented the garage and allowed the defendant to set up 
a sign and conduct business under the name. 

The judge repeated his error when he charged that, whatever 
right the hotel keeper had in the hotel, he had the same right in 
the garage, as a part of the hotel. It is true that he afterward 
charged that, if the plaintiff or Stout had acquired the name and 
was known to the public as Blairstown Garage, then the plaintiff, 
as Stout’s lessee, should have the right to have the name protected. 
This, however, did not correct the previous error, since it still left 
it open for the jury to find that Stout had acquired the right to 
the name as matter of law from the mere fact that he had the tavern 
license. That the judge himself did not mean to qualify his 
earlier charge is shown by his subsequent charge that if the jury 
found that the defendant had no right to use the name “under 
the law as I charge you,” and that the plaintiff had, on account 
of being the lessee of the proprietor of the hotel, “using this part 
as a garage, then you must give him some damages.” 

We think this error is fatal if the question is properly raised. 
The exceptions no doubt suffice. The difficulty is with the 
grounds of appeal. The sixth ground sets forth a large part of 
the charge, more than two printed pages. This fails to specify 
as the law requires the specific legal error. (Oliver v. Phelps, 21 
N. J. Law, 597, 609.) The case was not one for a nonsuit or direc- 
tion of a verdict, since the jury might have inferred malice on the 
part of the defendant in writing the letters charging fraudulent 
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commercial purposes, and might have inferred that the chattels 
alleged to have been converted were in fact the property of the 
plaintiff, regardless of whether he owned the trade-name of Blairs- 
town garage. 

We have come with some hesitation to the view that the 
eighth ground of appeal presents the question. It reads as follows: 

“The verdict of the jury, under the charge of the court, was based on facts not 
involved in the issue raised by the pleadings.” 

We think this is equivalent to an averment that a false issue 
was left to the jury. We agree that such is the case. The judg- 
ment is reversed, but without costs. The record must be remitted 
for a new trial. 





Wonper-Mist Company, Inc. v. Marvet Mist Mra. Co., Inc. 
(New York Law Journal, March 10, 1916) 


New York Supreme Court 


Special Term, Kings County, March 9, 1916 


1. TrapE-Marks—INFRINGEMENT—CONFLICTING Marks. 

The word ‘‘ Marvel”’ in connection with the word “‘mist”’ is too close a 
simulation of the word “ Wonder-mist,” and its use on similar goods should 
be enjoined. 

Trape-MarKks—DescripTive Worps. 

The word “mist” is descriptive of the goods on which it is used, and its 

use may therefore not be enjoined. 


In Equity. Decision for the plaintiff. 


George H. D. Foster, of New York City, for plaintiff. 
Aaron William Levy, of New York City, for defendant. 


Crank, J.:—After reading the briefs submitted and the cases 
therein cited I am more than ever convinced that my opinion 
as expressed at the close of the trial is the correct one, and I shall 
therefore enjoin (1) the defendants from using the word “marvel” 
in connection with the word “mist.” It is too close an imitation 
of the plaintiff’s trade-mark “‘Wonder-mist.” (2) The case of 
Waterman v. Shipman (130 N. Y., 301) is in line with my refusal 
to enjoin the use of the word “mist.” This word is a word of de- 
scription. (3) I shall also enjoin the use of the yellow label if 
placed upon cans similar to the exhibits. The labels must be of 
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some other distinctive color. (4) I shall not enjoin the use of 
cans of the shape of the exhibits introduced. (5) The phraseology 
of the circulars, &c., is not harmful, provided the trade-mark and 
coloring of the labels is such as to show distinctly and markedly 
a different manufacturer from the plaintiff. I shall give costs of 
the action, but no allowance to the plaintiff. 





ScHINASI, et al. v. ScurNnasi, et al. 
(New York Law Journal, April 27, 1916) 


New York Supreme Court 


Special Term, New York County, April 25, 1916 


TRADE-NAMES—UNFAIR COMPETITION. 

The right to use one’s name in connection with the sale of a commodity 
cannot be gainsaid, and this regardless of the circumstance that such user 
incidentally may injuriously affect a competitor with a similar name, whose 
wares under his name had theretofore acquired a reputation of great value. 
But a person may not abuse this right by the employment of methods calcu- 
lated or designed to deceive the public respecting the identity of the article 
produced and sold by him, so as to induce the belief that it is the well known 
production of another having a similar name. 


In Equity. On final hearing. Decree for plaintiff. 


For the decision of the appellate division, reversing the order 
granting an injunction pendente lite, see 5 T. M. Rep., 492. 


Stanchfield & Levy, of New York City (John D. Stanchfield 
and Sidney W. Solomon, of counsel), for plaintiff. 
Herman Hoffman, of New York City, for defendant. 


GREENBAUM, J.:—The right to use one’s name in connection 
with the sale of a commodity cannot be gainsaid, and this 
regardless of the circumstance that such user incidentally may 
injuriously affect a competitor with a similar name, whose 
wares under his name had theretofore acquired a reputation 
of great value (Home Scale Co. v. Wyckoff, Seamens & Benedict, 
198 U. S., 119). But a person may not abuse this right by 
the employment of methods calculated or designed to deceive 
the public respecting the identity of the article produced and 
sold by him, so as to induce the belief that it is the well 
known production of another having a similar name (Singer Mfg. 
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Co. v. June Mfg. Co., 163 U. S., 169). The plaintiffs claim that 
the defendants have deliberately resorted to artifice and trickery 
in the adoption of a dishonest scheme for the manufacture and 
sale of their cigarettes, with the intention of deceiving the public 
into the belief that the cigarettes sold by them were in reality 
those manufactured by the plaintiffs. The case thus narrows itself 
to the inquiry whether the plaintiffs have pursued dishonest and 
unfair practices in the sale of their goods. The plaintiffs have 
been in business for upwards of twenty years as manufacturers 
of cigarettes made of pure Turkish tobacco. Their principal 
brands are known as “Egyptian Prettiest,” “Egyptian Prettiest, 
‘Superfine,’’’ and “Schinasi Bros. Natural.”” They have spent 
approximately a million dollars in advertisements which feature 
their firm name “Schinasi Bros.” as well as their particular brands. 
The wares of the plaintiffs have acquired a wide reputation 
among cigarette smokers as a pure Turkish tobacco cigarette, 
and are often purchased and sold under the name of the Schinasi 
cigarette. Plaintiffs’ sales have averaged for a number of years 
nearly three millions of dollars annually. The three defendants 
are brothers who were born in Russia, whose surname is now 
“Schinasi,”’ although before immigrating to this country they spelt 
their name variously as follows: “Scharkaywaze,” “‘Askenawi” 
and “Skenazi.”” From 1907 to 1914 two of them, to wit, Louis 
and Abraham Schinasi, were engaged in the fur business under the 
firm name of “Schinasi Bros.” They were adjudged bankrupts 
in 1913, and after effecting a compromise with their creditors 
continued in the fur business for another year. The third brother 
came to this country about three years ago. He was a watch- 
maker, and he is now plying that trade. It is established by the 
proofs that after their unfortunate venture in the fur business 
one of the brothers evolved the idea that their firm name “Schinasi 
Bros.”’ might be utilized as a valuable asset in connection with the 
sale of cigarettes, in view of the reputation achieved by the plain- 
tiffs in their cigarette business. It was proved that defendants 
first made unsuccessful efforts to sell the use of their names to 
other cigarette manufacturers. They finally embarked in the 
cigarette business by procuring a manufacturer to manufacture 
cigarettes for them, they supplying the tobacco, paper, labels, 





SIX TRADE-MARK REPORTER 


boxes and wrappers. They selected as the name of their cigarettes 
the word “Specials,” and used boxes or packages wholly unlike 
any of those used in the sale of plaintiffs’ various brands, each of 
which has a distinctive and different dress. The outside of each 
of defendants’ boxes contained a notice printed in small type 
reading as follows: “Notice. We have no connection with Schinasi 
Bros., manufacturers of Natural and Egyptian Cigarettes.” A 
similar notice was printed on the inside of the cover of each box. 
The name “Schinasi Bros.’’ appears on defendants’ boxes in 
prominent type, and directly below it the word “Specials” is 
conspicuously printed. Further down are the words “Turkish 
Cigarettes” in large, clear letters. Inside the box and wrapped 
around the cigarettes is a label reading as follows: ‘We use Turk- 
ish tobacco only, and knowing that quality is the main question, 
‘Specials’ is the answer.” As matter of fact, the defendants’ 
cigarettes were not make of Turkish tobacco only. They were 
made of Maryland tobacco blended with a very small quantity of 
Turkish tobacco. Defendants’ cigarettes were deliberately mar- 
keted under the name of “Special”? with the intention of bringing 
them into competition with the plaintiffs” brand known as “ Egyp- 
tian Prettiest.”” They were sold to the consumer at the same 
stands and stores where plaintiffs’ cigarettes were sold, and at the 
same prices, to wit, 7 cents a box, and at 1 cent for the single ciga- 
rette. But to the retail dealer they were sold at a lower price than 
the plaintiffs’ cigarettes. It was established upon the trial that 
at the stands and small shops where the cigarettes are sold singly 
for one cent the retailer would make the sale from a broken box, 
which he would retain in his hand and from which the purchaser 
either helped himself or would be helped. It also was shown that 
the plaintiffs’ ““Egyptian Prettiest”? was frequently described by 
the customer as well as by the retail dealer as the “Schinasi’s 
Cigarette.” It is evident that an increased profit was held out 
as an inducement to the retailer deceptively to substitute or 
“switch” defendants’ product for plaintiffs’, and that defendants 
deliberately devised the scheme to accomplish this result. The de- 


fendants argue that the boxes, packages and labels were wholly 
unlike those in which the plaintiffs’ goods were marketed; that the 
name “Specials” was not one used by the plaintiffs, and that the 
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notice specifically directed attention to the fact that they were not 
connected with the plaintiffs, and hence that no fraud or imposi- 
tion was or could be perpetrated upon the plaintiffs by the defend- 
ants’ methods. This apparent display of fairness is more plausible 
than convincing. The speciousness of the argument is apparent 
when it is realized that the plaintiffs vend cigarettes under va- 
rious brands, each being packed in distinctive boxes, with dis- 
tinctive labels. The change of box label, coupled with the word 
“Specials”’ in connection with the name “Schinasi Bros.,”’ and 
the statement that they were made of Turkish tobacco only, 
would merely suggest to the unsuspecting smoker of the Schinasi 
cigarettes that the plaintiffs had put upon the market a new 
special kind of cigarette. The notice printed in small type that 
the manufacturers of the “Specials’’ were not connected with the 
plaintiffs clearly is a mere pretense of honest dealing. This pre- 
tense was strikingly exemplified by their advertisements in the 
Yiddish papers, in which the brand “Specials” and the name 
“Schinasi Bros.” in connection therewith were printed in very 
large display type in Yiddish, while the special notice, ostensibly 
intended to apprise the public that the defendants were not con- 
nected with the plaintiffs, appeared in English in small type in one 
corner of the same advertisement. Large numbers of cigarette 
smokers on the East Side are not familiar enough with English to 
read this notice, or, if familiar therewith, would scarcely be ex- 
pected to read it. Indeed, it was established that even the average 
person thoroughly familiar with English would not ordinarily take 
the trouble to read such a notice. In addition to the unfair meth- 
ods discussed it was shown that some of defendants’ salesmen 
indulged in deliberate deception in stating to dealers to whom they 
endeavored to sell cigarettes that the defendants who now are 
manufacturing the “Specials” were brothers of the original firm 
of Schinasi Bros., from whom they had separated. The conclusion 
seems inevitable that the misrepresentations of the defendants 
as to the character of the tobacco used in their cigarettes and their 
practices as above indicated were calculated to deceive and con- 
fuse those who were accustomed to purchase the plaintiffs’ ciga- 
rettes and wrongfully injure the latter in their business. The 
plaintiffs are entitled to a judgment restraining the defendants 
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from using the firm name “Schinasi Bros.” or “Schinasi Brothers” 
in the sale of cigarettes. They may be permitted to use the name 
“Schinasi’”’ conjoined with their names Louis, Abraham and 
Michael, or either of them, as, for example, Louis Schinasi and 
Company. The court will entertain suggestions upon the settle- 
ment of the decree as to the manner in which defendants may 
advertise their names in connection with the sale of cigarettes. 


SUPREME Waist, Inc. v. YAGER 
(New York Law Journal, January 30, 1916) 


New York Supreme Court 


Special Term, New York County, January 29, 1916 


1. Trape-Marks—GEneErIc TERMS. 


The word “‘supreme”’ is a generic and descriptive term, and not the sub- 
. . . . § 
ject of exclusive appropriation as a trade-mark. 


On motion for an injunction pendente lite. Denied. 


M. Schenkman, of New York City, for plaintiff. 
Barnett & Jablow, of New York City, for defendant. 


DonnELLy, J.:—The word “supreme”’ is a generic term in 
common use and in its nature descriptive and therefore an exclu- 
sive proprietary interest in its use may not be acquired (Koehler v. 
Sanders, 122 N. Y., 65; Cooke & Cobb Co. v. Miller, 169 N. Y., 
475; Barret Chemical Co. v. Stern, 176 N. Y., 27). In addition 
thereto the affidavits are so conflicting that the plaintiff has failed 
to sustain the burden which would entitle it to an injunction 
pendente lite where such injunction asked for is the same as de- 
manded in the complaint (Weis v. Herlihy, 23 A. D., 608; Stockton 
v. City of Buffalo, 108 A. D., 170). Motion is therefore denied. 
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STEINWENDER-STOFFREGEN COFFEE Co. v. NATIONAL GROCER Co. 
(226 O. G., 1433) 
District of Columbia Court of Appeals 


March 6, 1916 


1. TrapE-Marks—INTERFERENCE—Prior Use. 
Evidence of applicant’s use of mark prior to first date of use relied on by 
registrant held sufficient. 
For the decision of the commissioner of patents from which this 
appeal was taken, see 6 T. M. Rep., 148. 


Wm. Small for appellant. 
Titian W. Johnson, for the appellee. 


SHeparD, C. J.:—This is an interference proceeding in the 
Patent Office between rival claimants of the trade-mark “Path- 
finder’’ for coffee. 

The application of the National Grocer Company was made 
December 30, 1913. The Steinwender-Stoffregen Coffee Company 
had registered the trade-mark on March 28, 1910. 

The applicant introduced evidence tending to show the 
adoption and use of the brand Pathfinder in 1906, and continued 
use to date. 

This company had branches in Michigan and Indiana to which 
the coffee was shipped, generally in one-pound bags, labeled “‘ Path- 
finder.”’ The use was constant in Michigan, and evidence showed 
that shipments were made to branches in South Bend, Indiana, 
and there exposed for sale to customers. 

The Steinwender-Stoffregen Coffee Company took no testi- 
mony, but relied on their register date. 

The Examiner of Interferences and the Commissioner both 
found that the evidence was sufficient to show the adoption and 
use of the trade-mark by the National Grocer Company both in 
intrastate and interstate commerce since 1906. 

We agree with their conclusion, and the decision is affirmed. 

This decision will be certified to the Commissioner of Patents. 
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THe Canton CULVERT AND Sito Co. y. CoNsoLIpATED Car- 
Heatine Co. 
(256 O. G., 1799) 
District of Columbia Court of Appeals 


March 6, 1916 


1. TrapE-Marks—OpposiTIon—SIMILarity oF Goons. 

The trade-mark “‘ Nokoro”’ for electrical resistances, held to conflict with 
the trade-mark “*No-Co-Ro” used on sheet metal said to be particularly 
adapted for use for electrical resistances. 

2. TrapE-Marks—APPROPRIATION. 

Where one person has adopted a mark and has established a trade repu- 
tation in connection therewith, and another person adopts substantially the 
same mark without any legitimate reason or excuse, the court will not, in 
view of such manifest appropriation, indulge in refinements. 

For the decision of the commissioner of patents from which 


this appeal was taken, see 5 T. M. Rep., 375. 


Harry Frease, for the appellant. 
Wm. S. Hodges, for the appellee. 


Ross, J.:—This appeal is from a decision of an Assistant 
Commissioner of Patents dismissing appellant’s opposition to the 
registration by the appellee of the word “‘ Nokoro” as a trade-mark 
for “electrical resistances, electrical apparatus,”’ etc. 

In its application for registration appellee alleges that it has 
used this mark since July 1, 1914. In its notice of opposition 
appellant alleges that it has used the word “‘No-Co-Ro”’ since 
February, 1909, as a trade-mark in connection with the sale of 
sheet metal; that this sheet metal— 


is adapted to be used as a supply for electrical apparatus and machines, and is 
particularly adapted to be used for electrical resistances. 

The notice contains the usual averments that confusion in 
trade would be likely to result from the registration of substan- 
tially the same mark by appellee. Appellee filed a motion to dis- 
miss this opposition, which motion was granted and this appeal 
followed. 

It of course is not disputed that the two marks are substan- 
tially identical. The tribunals of the Patent Office appear to have 
accepted the contention of appellee that an electrical resistance 
is an organized apparatus, as a rheostat, and hence that the so- 
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called “raw material” of appellant does not respond to the term. 
We cannot accept this view. In the notice of opposition, the aver- 
ments of which must be accepted as true for the purposes of this 
appeal, it is stated that appellant’s sheet metal—is particularly 
adapted to be used for electrical resistances. 

It is familiar doctrine in this court that the owner of a trade- 
mark will not be hampered or embarrassed in the legitimate exten- 
sion of his business by the registration of the mark to another. (In 
re Braadland, 37 App. D. C., 602 [2 T. M. Rep. 88]; Wolf & Sons v. 
Lord & Taylor, 41 App. D. C., 514 [4 T. M. Rep. 219]; Simplex 
Electric Heating Co. v. Gold Car Heating & Lighting Co., 43 App. 
D. C., 28 [5 T. M. Rep. 200]; Fishbeck Soap Co. v. Cleano Mfg. Co., 
44 App. D. C., —— [5 T. M. Rep. 327}). Appellant was the first 
to adopt this mark and has established a trade reputation in con- 
nection therewith. There was no legitimate reason or excuse for 
its adoption by appellee upon this line of goods, and we are not 
disposed to indulge in refinements where such a manifest appropria- 
tion appears. 


The decision is reversed and the opposition sustained. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Goods of the Same Descriptive Properties 


Newton, A. C.—Popcorn and candy or chocolates are not 
goods of the same descriptive properties. (Citing: Powell v. The 
Squirrel Brand Co., 116 Ms. Des., 323 [5 T. M. Rep., 258]; Dunstan 
Co. v. The Autosales Gum & Chocolate Co., 113 Ms. Dec., 265 
[4 T. M. Rep. 412].)! 


Newton, A. C.—Engine or lubricating oils are not goods of 
the same descriptive properties as kerosene, gasoline, naphtha or a 
mixture of kerosene or gasoline. There is no hard and fixed rule 
to determine what goods are of the same descriptive properties, 
but it is generally held that where the goods have the same use, 
they are of the same descriptive properties. (Citing:—G. &. J. 
Tire Co. v. G. &. J. Motor Car Co., 190 O. G., 550 [3 T. M. Rep., 
243]; In re Independent Breweries Co., 182 O. G. 251 [2 T. M. Rep., 


‘Walter C. Moore v. Novelty Candy Co. v. Dolly Varden Chocolate Company, 
118 Ms. Dec., 426, January 18, 1916. 
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423]; Murals Co. v. National Lead Co., 165 O. G. 475 [1 T. M. Rep. 
50); Hump Hairpin Co. v. DeLong Hook & Eye Co., 190 O. G. 
1032 [3 T. M. Rep., 238]; Anglo American Incandescent Light Co. 
v. General Electric Co., 215 O. G. 325 [5 T. M. Rep., 330].) 


Newton, A. C.—Chewing gum and confections, including 
chocolates, butter scotch, candy and the like, are not goods of 
the same descriptive properties. There are many marks registered 
for different people for the two sorts of goods, which, while some- 
times sold by the same people are not made by them. Chewing 
gum is more commonly sold on corners by street pedlers and 
serves a different use. The opposition should therefore be dis- 
missed.2 (Citing: G. & J. Tire Co. v. G. & J. Motor Car Co., 
190 O. G. 550 [3 T. M. Rep., 243]; In re Independent Breweries Co., 
182 O. G. 251 [2 T. M. Rep., 243]; Muralo Co. v. National Lead Co., 
165 O. G. 475 [1 T. M. Rep., 50); Hump Hairpin Co. v. De Long 
Hook & Eye Co., 190 O. G. 1032 [3 T. M. Rep., 238]; Anglo-American 
Incandescent Light Co. v. General Electric Co., 215 O. G. 325 [5 


T. M. Rep., 330].) 


Newton, A. C.—AIl roofing material may not be said to be of 
the same descriptive properties, but the applicant and the opposer 
make roofing of the same class to the extent that they are manu- 
factured roofings prepared and finished for immediate use by the 
buyer, and under such circumstances, it is believed that the trend 
of decisions is against considering these goods as not of the same 
descriptive properties. There is no hard or fixed rule, but where 
the goods are put to the same use, they will generally be held to 
be of the same descriptive properties. (Citing: G. & J. Tire Co. 
v. G. & J. Motor Car Co., 190 O. G. 550 [3 T. M. Rep., 243]; In re 
Independent Breweries Co., 182 O. G. 251 [2 T. M. Rep., 243]; 
Muralo Co., v. National Lead Co., 165 O. G. 475 [1 T. M. Rep., 50]; 
Hump Hairpin Co. v. De Long Hook & Eye Co., 190 O. G. 1032 
[3 T. M. Rep., 238]; Anglo American Incandescent Light Co. v. 
General Electric Co., 215 O. G. 325 [5 T. M. Rep., 330].) 

1Ex parte, Red Seal Oil Company, 119 Ms. Dec., 9, February 8, 1916. 
*Ruckheim Brothers & Eckstein v. Texas Gum Company, 119 Ms. Dec., 28, 
February 12, 1916. 


8Asbestos Shingle Slate and Sheathing Co. v. Philip Carey Mfg. Co., 119 Ms. 
Dec., 71, February 5, 1916. 





DECISIONS OF THE COMMISSIONER OF PATENTS 


Function of Examiner 


Ewr1nc, C.—It is the function of the examiner of trade-marks 
to judge in the first instance whether an application should be 
rejected or given registration. Apparent inconsistencies in his 
rulings will inevitably develop from time to time because of his 
attempt to apply precedents established by higher tribunals in a 
field where distinctions are in their nature fine and difficult. This 
does not justify overruling his decision by the exercise of super- 
visory authority. 

There is no question of oversight in this case as the matter has 
been brought to the examiner’s attention by the petitioner twice; 
nor is there any substantial right in jeopardy because the pending 
opposition gives opportunity to raise all pertinent objections to the 
registration of the applicant’s mark:.' 


Effect of Disclaimer 


Newton, A. C.—The Applicant applied for the registration of 
the words “Sexton’s Silverbar Soap,”’ the letter “S” extending in 
front of all the words, as a trade-mark for soap, and filed the 
following disclaimer: “‘ No exclusive right is claimed in the words 
Sexton’s Soap, nor in the word Silverbar.”” The applicant has 
virtually disclaimed the entire mark. 

Prior registrations show that no one is entitled to the use of 
the word “silver” as a trade-mark for soap. If the applicant will 
‘ancel the disclaimer in so far as it applies to the other words, the 
mark may be passed for publication and registered if no opposition 
arises.” 

Descriptive Words 


Newton, A. C.—The words “ Rain Water Crystals” as a trade- 
mark for a water softening compound are sufficiently arbitrary for 
registration. The words “Soft Water Crystals” would be de- 
scriptive. The word “crystals” is not of itself descriptive, because 
the crystals do not convert the water.® 


1Ex parte, John C. Dowd & Co., 118 Ms. Dec., 320, December 9, 1915. 
*Ex parte, John Sexton & Company, 118 Ms. Dec., 427, January 18, 1916. 
3National Chemical Co. of California 119 Ms. Dec., 74, February 25, 1916. 
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Conflicting Marks 

Newton, A. C.—The word “Chocolac”’ as a trade-mark for 
a drink consisting of cocoa, milk and sugar does not conflict with 
the trade-mark “‘Chocoline”’ for a dietetic drink. 

The goods are somewhat different and there are numerous 
marks having the first syllable “choc.’’ The mark should be 
passed for publication and registered if no opposition arises. (Cit- 
ing: Ex parte, Westheimer, 111 Ms. Dec., 491 [4 T. M. Rep. 129]; 
Ex parte, Smith Mfg. Co., 114 Ms. Dec., 19 [4 T. M. Rep. 449]; 
Feil v. Robbins, 220 Fed. Rep. 650 [5 T. M. Rep. 163].)! 


Newton, A. C.—The representation of a barn having 
written across it in large letters the word “Fleming” as a trade- 
mark for veterinary medicines, is not anticipated by the picture 
of a barn with a silo at one end as a trade-mark for external reme- 
dies for animals. 

The representation of a barn is a common feature of trade- 
marks for veterinary medicines, and in this case is dominated by 
the word “Fleming.’’ The mark should therefore be passed for 
publication and registered if no opposition arises.” 


Newton, A. C.—A trade-mark for shoes consisting of a 
medallion having a bottom of a human foot enclosed on three 
sides with an outlined scroll border and having the words “ Helthy- 
Fut” above the foot and within the border, should be passed for 
publication and registered if no opposition arises. In view of 
prior registrations of trade-marks for the same goods containing 
the word “‘Health,”’ the word is of doubtful validity as a trade- 
mark for shoes, as is also the representation of a foot.® 


Newton, A. C.—The trade-mark “Our Dainty Maid”’ is 
properly refused registration in view of the prior registrations of 
“Dainty” and “ Madamoiselle Dainty,” as trade-marks for goods 
of the same descriptive properties. (Citing: Ex parte, Caire, 15 
O. G. 248; Ex parte, Ginter, 22 Ms. Dec., 236; Ex parte, Hillyard, 41 
Ms. Dec., 240; Ex parte, N. Y. Powder Co., 59 Ms. Dec., 142; Ben- 
edick v. Benedictus, 12 R. P. C. 25). 

1 Ex parte, William Cruger Cushman, 118 Ms. Dec., 387, December 31, 1915. 

2 Ex parte, Fleming Brothers, 118 Ms. Dec., 434, January 18, 1916. 

3 Ex parte, Sinsheimer Bros. & Company, 118 Ms. Dec., 397, January 8, 1916. 

*Vallier & Spies Milling Co. v. New Century Co., 119 Ms. Dec., 12, February 
8, 1916. 
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Newton, A. C.—A trade-mark consisting of the representation 
of a dog holding in its mouth a stocking and having its fore paws on 
the other end of the stocking, is not anticipated by a mark consist- 
ing of the representation of the head of a dog, probably a terrier, 
surrounded by a circular background, all on the representation of 
a ribbon having written thereon below the dog’s head the words 
“First Prize,” and above the dog’s head the words “Boston 
Terrier.” 

As a general proposition, it is the practice to refuse registration 
of a part of a dog, for example its head, in view of the prior regis- 
tration of the entire dog, orthe representation of one species of a dog 
over another species, since in either case the goods would be known 
as ““dog brand.” But the idea conveyed here in the prior registra- 
tion is plainly that of a terrier alone, while the dominant idea of the 
applicant’s mark is the strength of its hosiery brought out by the 
dog’s effort to tear the same. The mark should be passed for pub- 
lication and registered if no opposition arises.! (Citing: Bickmore 
Gall Cure Company v. Karns Mfg. Co., 126 Fed. Rep., 573; Summit 
City Soap Works v. Standard Soap Co., 174 O. G. 587.) 


Newton, A. C.—The trade-mark “Coswos” is anticipated by 
“Cosmo” for goods of the same descriptive properties, and is 
properly refused registration. (Citing: Ex parte, Price Flavoring 
Extract Co., 163 O. G. 728 [1 T. M. Rep., 200]; Ex parte, Hires Co., 
180 O. G. 879 [2 T. M. Rep., 346]; In re, Barrett Manufacturing Co., 
167 O. G. 513 [1 T. M. Rep., 122]; Seubert v. Santaella & Co., 
166 O. G. 987 [1 T. M. Rep., 42].) 


Newton, A. C.—This is a petition from the refusal of the 
examiner of trade-marks to register the word “Unika” as a trade- 
mark for rubber boots and shoes in view of the prior registration 
“Unico” for boots and shoes. The applicant submitted affidavits 
to the effect that this mark had never been used on boots and 
shoes. 

While the goods are of different descriptive properties, the 
question raised here is one which before consideration by the 
commissioner requires an appeal following the analogy of patent 
practice, wherein the sufficiency of an affidavit to overcome a 

1 Ex parte, E. Sutro & Company, 119 Ms. Dec., 14, February 8, 1916. 


? Ex parte, John T. Stanley Company, Inc., 119 Ms. Dec., 23, February 11, 1916. 
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reference has always been regarded as a question of merit and 
appealable, and this petition therefore must be and accordingly is 
dismissed. ! 
Efficiency of Affidavit 

Newton, A. C.—The refusal to register [Ex parte, L. Candee 
Co., 119 Ms. Dec., 48; 6 T. M. Rep.,—] was based upon the insuffi- 
ciency or incompetency of affidavits to show non-use of the mark on 
rubber boots and shoes. The sufficiency of affidavits to overcome 
reference has always been appealable to the examiner-in-chief in 
patent cases, and following that practice the application should be 
dismissed and its request for rehearing denied.” 


Pictorial Representation of Patented Article 


Newton, A. C.—This is an appeal from the decision of the 
examiner of trade-marks refusing to register what the applicants 
say is a pictorial representation of its patented well drill jar 
surrounded by a diamond shaped figure as a trade-mark for well 
drill jars. 

The representation is a prominent feature of the mark, but 
the Application sets forth that its patent does not expire for several 
years and the question arises whether the patent office should 
register a trade-mark including a pictorial representation of the 
goods on which it is used and which are covered by a patent, as a 
technical trade-mark, without disclaiming the exclusive right to 
the representation. There is little to be added to the decision in 
Ex parte, Bellville Company, Ltd. (84 O. G., 807) except that it is 
now customary to re-register a trade-mark on its expiration without 
examination of it. 

Substantial justice would be done to both public and applicant 
if the registration were granted, when the applicant shall have filed 
a disclaimer of the exclusive right to the illustration of its goods dis- 
connected from the other part of its mark after the patent shall 
have expired, thus putting the public on notice of the exact status 
of the applicant’s right. Until such disclaimer is filed the mark 
may not be registered. (Citing: Ewing, Commissioner of Patents 
v. Standard Oil Co. of New York, 203 O. G., 1556, [4 T. M. Rep., 
373].)3 


1Ex parte, L. Candee Company, 119 Ms. Dec., 48, February 16, 1916. 
2 Ex parte, L. Candee & Company, 119 Ms. Dec., 63, February 24, 1916. 


3 Ex parte, Sparks Drilling Jar Company, 119 Ms. Dec., 50, February 17, 1916. 
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Surname 
Newton, A. C.—The word “ Fisk” and is unregistrable 


as a trade-mark for rubber vehicle tires. “Fisk” is a common name 
and is therefore unregisirable, although there might be some excuse 
for a registration of it in connection with the “F” surrounded by 
two concentric circles. The “F”’ has been registered, however, at 
an earlier date so that all registrable matter in the mark has been 
exhausted, and while the patent office should be liberal in cases 
where registration is desired abroad, there are no grounds under 
the statute for the registration of this mark.' 


Interference—Dissolution 


Newton, A. C.—Although the marks in question are identical, 
they have been used for twenty years without confusion. The 
goods differ in manufacture; the rubber is vulcanized and the 
balata is not. Rubber and leather belting are not of the same 
descriptive properties. Therefore, at the request of both parties 
the interference will be dissolved. (Citing: McElwain v. Hood, 
116 Ms. Dec., 75 [5 T. M. Rep., 117].)? 


Assignments 


Newton, A. C.—This is an appeal by the Shulze Baking Com- 
pany from a decision of the examiner of interferences adjudging 
Schierling entitled to the registration of the words “ Butter-Krust”’ 
as a trade-mark for bread. 

The Shulze Baking Company attempted to establish a right in 
the mark not only by use but by assignments. These assignments 
are void because they were made without a transfer of business. 
A meagre proof of use was shown in October, 1913. The Shulze 
Baking Company attempted to purchase from Adams and the 
Adams Bread Company the right to use the mark paying therefor 
four hundred dollars to Adams and three hundred dollars to 
Schierling as vice-president of the American Bread Company, 
Schierling reserving the right to use the mark in certain territory. 
Sometime later Adams made an unsuccessful attempt to get a loan 

1 Ex parte, Fisk Rubber Company, 119 Ms. Dec., 73, February 25, 1916. 


2Ex parte, Bowers Rubber Works v. New York Leather Belting Co., 119 Ms. 


Dec., 49, February 17, 1916. 
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of one hundred and fifty dollars from the Baking Company. He 
thereupon repudiated the sale of the rights in the trade-mark and 
began to use it again. An attempt by Adams to register the mark 
in his own name at this time was successfully opposed by the 
Baking Company and Adams dropped out of the present inter- 
ference. 

The transfer signed by Schierling individually and as vice- 
president of the American Bread Company, transferred the interests 
in the marks, except for two counties for the state of Indiana. This 
transfer is valid, since it also transfers the stock, stationery, orders, 
customers and the like, in connection with the mark. Schierling 
is accordingly a continuous and prior user of the mark, but only in 
the two counties of the State of Indiana, having parted with his 
rights outside of that territory. The Shulze Baking Company 
have not shown any exclusive right and, therefore, unless this 
decision is modified on appeal, the examiner of trade-marks is 
instructed to reject the applications of both parties.! 


Surname—Descriptive Mark 


Newton, A. C.—This is an appeal from a decision of the exam- 
iner of trade-marks refusing to register “Stein-way”’ as a trade- 
mark for garters, first, because it is a well known name not dis- 
tinctively displayed, and secondly, because if, as the applicant 
contends, it is a short way of saying “Stein’s Way,”’ it is descrip- 
tive. 

There are plenty of authorities to refuse registration, but since 
the courts are quite liberal in protecting surnames, it is believed that 
the statute should be interpreted just as liberally for the registra- 
tion of them. As to the second contention of the examiner, the 
mark is held not sufficiently descriptive and may therefore be 
registered.” 


1Schierling v. Shulze Baking Company, 119 Ms. Dec., 16, February 8, 1916. 
2Ex parte, A. Stein & Company, 119 Ms. Dec., 25, February 11, 1916. 





